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Docket No.: 



243767US90X 



Neustadt 



P.C. 



COMMISSIONER FOR PATENTS 
ALEXANDRIA, VIRGINIA 22313 



ATTORNEYS AT LAW 



RE: Application Serial No.: 10/679,341 
Applicants: Chiaki KUBOTA 
Filing Date: October 7, 2003 

For: METHOD AND APPARATUS FOR PRODUCING 

HOLLOW RACK BAR 
Group Art Unit: 3726 
Examiner: COZART, J. 



Attached hereto for filing are the following papers: 

• Response to Restriction Requirement 

• Request for Extension of Time 

• Request for Refund of Extension of Time Fees Because The Delivery of Restriction 
Requirement Was Delayed (Duplicate) 

• Copy of the PTO envelope with the PTO's Mail Center's date stamp dated June 1, 2005 

• Copy of the Restriction Requirement mailed May 25, 2005 

• Copy of our firm's PTO Mail Log Report 

Our check in the amount of $1,020.00 is attached covering any required fees. In the event any 
variance exists between the amount enclosed and the Patent Office charges for filing the above-noted 
documents, including any fees required under 37 C.F.R 1.136 for any necessary Extension of Time to 
make the filing of the attached documents timely, please charge or credit the difference to our Deposit 
Account No. 15-0030. Further, if these papers are not considered timely filed, then a petition is hereby 
made under 37 C.F.R. 1.136 for the necessary extension of time. A duplicate copy of this sheet is 
enclosed. 



SIR: 



Respectfully submitted, 




OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 



Customer Number 



22850 



Masayasu Mori**^ 
Registration No. 47,301 



(703)413-3000 (phone) 
(703)413-2220 (fax) 



1940 DUKE STREET ALEXANDRIA, VIRGINIA 22314 U.S.A. 
Telephone: 703-41 3-3000 Facsimile: 703-41 3-2220 www.oblon.com 



CKETNO: 243767US90X 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



RE APPLICATION OF 

CHIAKI KUBOTA 

SERIAL NO: 10/679,341 

FILED: OCTOBER 7, 2003 

FOR: METHOD AND APPARATUS FOR 
PRODUCING HOLLOW RACK BAR 

REQUEST FOR REFUND OF EXTENSION OF TIME FEES 
BECAUSE THE DELIVERY OF RESTRICTION REQUIREMENT WAS DELAYED 

COMMISSIONER FOR PATENTS 
ALEXANDRIA, VIRGINIA 22313 

SIR: 

Applicant respectfully requests that the three months extension of time fee be 
refunded for the above-identified Application because the Restriction Requirement mailed 
May 25, 2005 was received by the undersigned Applicant's representative on September 1, 
2005, more than three months after the mailing date. The facts concerning this matter are 
as follows. 

Firstly, we note that the address was incorrectly indicated, even though the U.S. 
Patent and Trademark Office correctly records the Applicant's representative on the Official 
Filing Receipt mailed January 2, 2004. 

According to the date-stamps on the envelope and the restriction requirement, it was 
returned to the Patent Office on June 1, 2005, then returned to the OIPE/IAP of the Patent 
Office on June 17, 2005 before it was finally forwarded to the Applicant's representative on 
September 1, 2005. 



EXAMINER: COZART, J. 
GROUP ART UNIT: 3726 



Application No. 10/679,341 

REQUEST FOR REFUND OF EXTENSION OF TIME FEES BECAUSE THE DELIVERY OF 
RESTRICTION REQUIREMENT WAS DELAYED 

A copy of the envelope of the Restriction Requirement with the Patent Office's Mail 
Center's date-stamp and a copy of Restriction Requirement with the Patent Office's 
OIPE/IAP's date stamp are enclosed for evidence. 

Further, it is our firm's procedure that, upon receipt of mails from the Patent Office, 
all mails are opened and logged in a daily computer log. The daily log from May 25, 2005 to 
September 1, 2005 clearly shows the Restriction Requirement was received in our firm on 
September 1, 2005. A printout of the daily log is also enclosed herewith for additional 
evidence. 

It is believed that the above discussion and documents enclosed herewith clearly 
prove that this extensive delay in mailing the Restriction Requirement was the fault of the 
Patent Office and therefore, Applicant believes the three months extension of time fee is not 
due. 

The three months extension of time fee due under 37 CFR 1.136(a) is enclosed 
herewith. If the fee is not due, please credit the extension fee to our Deposit Account No. 
15-0030. A duplicate copy of this sheet is enclosed. 



Tel: (703)413-3000 
Fax: (703)413-2220 
(OSMMN 06/04) 



MM/jm 

I:\USER\MSMOR\Mitsui\243767\243767_Request refund of extention of time.doc 



Respectfully submitted, 



OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 



Customer Number 




22850 



Attorney of Record 
Registration No. 47,301 
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United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent mod Trademark OfQce 
c COMMISSIONER FOR PATENTS 
pa Box 1*50 

Afcuodri*. Viipnb 2231 W450 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. | 



APPUCATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



10/679,341 



10/07/2003 



Chi aid KuboCa 



05/25/2005 



22820 7590 

CAT HIE KIRXK 

TEST FOR MORE THAN 26 ATTORNEY REG.# 
ANYWHERE, VA 22222 



RECEIVED 

OIPE/1AP 

JUN 1 1 2° 05 



243767US90X 



2655 



c 



EXAMINER 



] 



COZART, JERM1E E 



ART UNIT 



PAPER NUMBER 



3726 

DATE MAILED: 05/25/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



received: 
oblon, spivak, McClelland 

MAIER & NEUSTAML P.C. 

DOCKETpffi WXWi I 
Initials/Date Doptetfed: 1 *S "/ / / °J 
TVpe of Resp(sA< jSlMd^g ' -^ 
Due Datef S V<7 |9-S /(>T / ^-CsFH 



PTO-90C (Rev. 10/03) 



Applicants) 

KUBOTA. CHIAKJ 
Art Unit 

_ _ 3726 

— The MAIUNQ DA TE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions cf time may be available under the provisions of 37 Cf R 1 . 136(a). h no event however, may a reply be timely filed 
after SK (6)'M0NTHS from the mafilna date of thb communication. 

- If the period for reply specified above b lees than thirty (30) days, a reply within the statutory mlnknum of thirty (30) days wffl be considered timely. 

• 9 NO period for reply b specified above, the maximum statutory ported will apply and will expire SIX (6) MONTHS from the mafiny date of thb corTwrnrnteaflen. 

• Failure to reply within the an! or extended period far reply vriU, by statute, cause the application to become ABANDONED (35U.S.C.§ 133). 
Any reply received by the Office later than three months etter the mailing date cf thb communication, even Ef timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1)D Responsive to oommunication(s) filed on . 

2a)D This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-12 is/are pending in the application. 

4a) Of the above daim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) Is/are rejected. 

7) D Claim(s) Is/are objected to. 

8) E3 Claim(s) 1-12 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.65(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * C)Q None of: 

1. Q Certified copies of the priority documents have been received. 

2. Q Certified Copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 




Application No. 
10/879.341 
Examiner 



Jermie Cozart 



Attachments) 

1 ) □ Notice of References Cited (PTO-492) 

2) O Notice of Draftsperson'8 Patent Drawing Review (PTO-948) 

3) Q Information D isc lo sure Statements) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mafl Date . 



4) D Interview Summary (PTO-4 13) 

Paper NofsyMafl Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other . 



J.S.PBJ 



J Trademark Ofltoo 



=TOt-328 (Rev. 1-04) 



Office Action Summary 



Part of Paper No/Mail Date 20050523 



Application/Control Number: 1 0/679,341 Page 2 

Art Unit: 3726 

DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

L Claims 1-6, drawn to a method for forging a hollow rack bar, classified in 

class 29, subclass 897. 
IL Claims 7-12, drawn to an apparatus for forging a hollow rack bar, 

classified in class 72, subclass 352. 
The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1 ) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case, the apparatus can be used in a process which does not require 
clamping the swaged blank pipe by a clamping die of a shape at the outer periphery 
thereof while locating a working core inside the blank pipe. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 



Application/Control Number 10/679,341 
Art Unit: 3726 



Page 3 



Conclusion 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jermie Cozart whose telephone number is 571-272- 
4528. The examiner can normally be reached on Monday-Thursday, 7:30 am - 6:00 
pm. 

6. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on 571-272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

7. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




jermie Cozart 
Examiner 
Art Unit 3726 



JC 

May 23, 2005 
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